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Applicant filed for a Request for Continued Examination on 12/20/2005. This 
request is improper. Applicant's original claims were directed to either an orthopedic 
implant or a prosthetic joint. These claims were set forth as product or apparatus 
claims. Newly submitted claims, as filed on 12/20/2004 are directed to a method for 
case hardening a surface layer. Clearly the scope of the new claims are independent 
and distinct from the scope of the original claims of the application. Accordingly, the 
newly filed claims are drawn to subject matter nonelected by original presentation. 
Applicant is advised to refer to MPEP 706.07(h). 

(B) Presentation of claims for different invention - Applicants cannot tile an RCE 
to obtain continued examination on the basis of claims that are independent and 
distinct fioin the claims previously claimed and examined as a matter of right (i e , 
applicant cannot switch inventions) See 3 7 CFR I 145 If an RCE is filed with an 
amendment canceling all claims drawn to the elected invention and presenting only 
claims drawn to a nonelected invention, the RCE should be treated as a proper RCE 
but tile amendment should not be entered The amendment is not titllv responsive and 
applicant should be given a tune pe;^ 

longer) to submit a complete reply. Sec MPEP § 82 1 .03. Form paragraphs. 8.04 . 
or S, 26 should be vised as appropriate - : 
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35 U.S C . ^ application at the request 

of tlie a pplicant (request tor c ontiiuiecl exaniiiiation or RCE) upon payment of a lee: 
without requiiing tile appficant to -file a continuing appiicMion luider 3 7 GFR 1. 53(b) 
To implement the RCE practice. 37 CFR 1 1 14 provides a procedure under which an 
appUcant may obtain contiiiued e^ is : : 

closed (e g. , the application is under final rejection or a notice of allowance) by tiling a 

submission and paying a specified tee - Applicants cannot file an RCE to obtain 
continued examination oil tlie basis of claims that are independent and distinct fiom the 
claims previously claimed and examined as a matter of right (i e , applicant cannot switch 
inventions) See 3 7 CFR 1 145 Any newly submitted claims that are directed to an 
invention that is independent and distinct fiom tlie invention pievioiish claimed will be 
withdrawn irom consideration and not entered See subsection VI. below An RCE is not 
the filing of a new application. Thus, the Office will not convert an RCE to a new 
application such as an appkation tiled under 37 CFR . 33( h) or a continued prosecution 
application ( CPA) under 3 7 CFR L 53(d). < 

The amendment filed on 12/20.2004 canceling all claims drawn to the elected 

invention and presenting only claims drawn to a non-elected invention is non-responsive 

(MPEP § 821 .03). The remaining claims are not readable on the elected invention 

because applicant's original claims were directed to either an orthopedic implant or a 

prosthetic joint. These claims were set forth as product or apparatus claims. Newly 

submitted claims, as filed on 12/20/2004 are directed to a method for case hardening a 

surface layer. 

Since the above-mentioned amendment appears to be a bona fide attempt to 
reply, applicant is given a TIME PERIOD of ONE (1 ) MONTH or THIRTY (30) DAYS, 
whichever is longer, from the mailing date of this notice within which to supply the 
omission or correction in order to avoid abandonment. EXTENSIONS OF THIS TIME 



PERIOD UNDER 37 CFR 1 .1 36(a) ARE AVAILABLE. 
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Art Unit: 3738 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DAVID J ISABELLA whose telephone number is 703- 
308-3060. The examiner can normally be reached on MONDAY-THURSDAY. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, CORRINE MCDERMOTT can be reached on 571-272-4754. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



872-9306. 
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